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Art Unit: 2193 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1 and 2 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,674,453 in 
view of Ramanathan et al U.S. Patent No. 6,286,047. 



Application 10/655,771 


Patent No. 6,674,453 


Claim 1- A method for providing access 
to services when a Web page is accessed 
by a user comprising the steps of* 
receiving a URL code from a user; 


Claim r A method for providing access 
to services when a Web page is accessed 
by a user comprising the steps of* 
receiving a URL code from a user; 
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retrieving a list of links from the Web 


retrieving a set of links from the Web 


page identified by the URL code; 


page identified by the URL code; 


displaying the list of links; receiving a 


displaying the list of links; receiving a 


user selection of a given one of the links 


user selection of a given one of the links 


from the list of links; retrieving a list of 


from the list of links; retrieving a list of 


services which may be performed using 


services which may be performed using 


the eiven link, the list of services hosted 


the given link; and displaying the list of 


separately from the h'st of links', and 


services, wherein the step of displaying 


displaying the list of services. 


the list of services comprises the steps of 




displaying a standard list of services 




independent of the given link; and 




displaying one of a number of link 




dependent services as identified by the 




given link, wherein the number of link 




dependent services includes services 




provided by businesses identified by the 




links. 



Patent No. 6,674,453 does not teach the list of services hosted separately from the list 
of links. Ramanathan et al teaches a method in a system where services and web 
pages containing links is hosted on different servers. (Col. 2, lines 65-67 and Col. 3, 
lines 1-8) Therefore it would have been obvious to one of ordinary skill in the art at the 
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time of the invention to combine the system of Ramanathan et al with the system of 
Schilit et al. The motivation to combine such systems together is that it there exists a 
system for delivering content over the web where Ramanathan's system host service 
and web pages/links on different servers and Schilit's (Pat. No. 6,674,453) system has 
items (services and links) but no mention of their hosting location of being different from 
one another (Fig. 1 and Col. 2, lines 65-67 and Col. 3, lines 1-8). Claim 2 in respect to 
claim 1 is also rejected under obvious provisional double patenting. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 1,2,3,8,10, and 13 are rejected under 35 U.S.C. 102(a) as being clearly 
anticipated by Kindberg et al ( http://www.hpl.hp.com/techreports/2000/HPL-2000- 
16.pdf ). 

As to independent claim 1 , Kindberg et al discloses a method for providing 
access to services when a Web page is accessed by a user (Section 2.1 , Page 3, 
Paragraph 6 and S. 2.4, pg. 6, lines 8-1 1) comprising the steps of: receiving a URL 
code from a user (S. 3.2.1 , pg. 8, par. 1 ); retrieving a list of links from the Web page 
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identified by the URL code (Fig. 4 and S.2.1, pg.3, par. 5 and S.2.4, pg. 6, par. 2); 
displaying the list of links (Fig. 4 and Bookstore, Van Gogh Bedroom); receiving a user 
selection of a given one of the links from the list of links (S.2.1, pg. 4, par. 3); retrieving 
a list of services which may be performed using the given link (S.2.4, pg. 6, par. 2 and 
S.2.1 , pg. 4, par. 3), the list of services hosted separately from the list of links (S.2.2, pg. 
4, par. 5 and Fig. 6); and displaying the list of services (S.2.4, pg. 6, par. 2 and S.3.2.1 , 
pg. 8, par. 4 and 5). 



As to dependent claim 2, Kindberg et al discloses the method of claim 1 , wherein 
the step of displaying the list of services comprises the step of: displaying a standard list 
of services independent of the given link (S.3.2.1, pg. 8, par. 4,5 and S.2.1, pg.4, par. 
3); and displaying one of a number of link dependent services as identified by the given 
link (S.3.2.1, pg. 8, par. 4,5 and S.2.1, pg.4, par. 3). 

As to dependent claim 3, Kindberg et al discloses the method of claim 2, wherein 
the standard list of services consists of one or more of the following: printing the Web 
page identified by the given link (S.2.4, pg. 6, par. 2); faxing the Web page identified by 
the given link; emailing the given link; displaying the contents of the Web page identified 
by the given link (Fig.4); transmitting the given link as a pager message. 
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As to dependent claim 8, Kindberg et al discloses the method of claim 1 , wherein 
the standard list of services consists of one or more of the following: printing the Web 
page identified by the given link (S.2.4, pg. 6, par. 2); faxing the Web page identified by 
the given link; emailing the given link; displaying the contents of the Web page identified 
by the given link (Fig.4); transmitting the given link as a pager message. 

As to dependent claim 10, Kindberg et al discloses the method of claim 1 , 
wherein the step of displaying the list of services comprises the step of: displaying a 
standard list of services (S.3.2.1, pg. 8, par. 4,5 and S.2.1, pg. 4, par. 3); and displaying 
a list of services dependent on a location of the mobile device from a location of where 
the services can be performed relative to the user (S.2.1 , pg. 3, par. 5). 

As to dependent claim 13, Kindberg et al discloses the method of claim 1 , 
wherein the step of displaying the list of services comprises the step of: displaying a 
standard list of services (S.3.2.1 , pg. 8, par. 4,5 and S.2.1 , pg. 4, par. 3); and displaying 
a list of services dependent on a characteristic of the user (S.2.1 , pg. 3, par. 5). 



Conclusion 
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* Embedding web access mechanism in an appliance for user interface functions including a web server and web 
browser, US Patent No. 5956487 (September 21, 1999). Inventors: C Venkatraman and J. Morgan, Assignee: 
Hewlett-Packard Company, Palo Alto, CA. 

* Erik Guttman, Service Location Protocol: Automatic Discovery of IP Network Services, IEEE Internet 
Computing, v.3 n.4, p.71-80, July 1999 

* Petros Maniatis , Mema Roussopoulos , Ed Swierk , Kevin Lai , Guido Appenzeller , Xinhua Zhao , Mary Baker, 
The mobile people architecture, ACM SIGMOBILE Mobile Computing and Communications Review, v.3 n.3, p.36- 
42, July 1999 

Inquires 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas M. Augustine whose telephone number is 571- 
272-1056. The examiner can normally be reached on M-TR: 7:00 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chanh Nguyen can be reached on 571-272-7772. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Nicholas Augustine 

Examiner 

Art Unit 2193 



N.Augustine 
May 25, 2006 



CHANH NGUYEN 
PRIMARY EXAMINER 




